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The Supreme Court’s periodic forays
2
 into patentable subject matter

3
, most recently in Alice v 

CLS,
4
  may result in yet another set of guidelines for patent attorneys and examiners as to how 

best draft software and business method applications such that the claims fall within the purview 

of patentable subject matter.
5
   If history is any guide, patent attorneys will be steered to use 

claim language that allows for the continued patenting of software and/or business methods, 

provided that the proper limiting language, as supported by the specification, is used.  

Patents do not typically rank relatively high in terms of gripping and engrossing reading.  The 

language, syntax and structure typical of patents are not necessarily what one would want to use 

to promote the Progress of Science and useful Arts.  This readability, which is supposed to be set 

out in “full, clear, concise, and exact terms”
6
 is often even further diminished by the additive 

boilerplate, repetitive and redundant language and disclaimers, among other fillers, that patent 

drafters add to protect themselves from past, current and future shifts in patent policy, among 

other uncertainties in the prosecution of the patent application and its subsequent possible 

litigations. 
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In short, patent drafters often load up patents with seemingly extraneous language for a number 

of possible of reasons. Not least is the conventional wisdom that they have nothing to lose: it 

can’t hurt and can only help.
7
 

They may be mistaken. 

The Patent Specification 

In the quid pro quo of patents, the patentee is required, in exchange for a 20 year monopoly on 

their invention, to provide an enabling disclosure of their invention;
8
  i.e., the patent 

specification.   

Under 35 USC  § 112, “[t]he specification shall contain a written description of the invention, 

and of the manner and process of making and using it, in such full, clear, concise, and exact 

terms as to enable any person skilled in the art to which it pertains, or with which it is most 

nearly connected, to make and use the same, and shall set forth the best mode contemplated by 

the inventor or joint inventor of carrying out the invention.”
9
  

“This quid pro quo is fundamental to patent systems. The statutory requirements of description, 

enablement, and best mode, implement this policy, for these requirements facilitate 

understanding and elaboration of the inventor's contribution.” 
10

   

Somewhat counter-intuitively,
11

  these three statutory requirements are separate and distinct with 

corresponding distinct requirements.
12

 
13

 
14

 The written description requirement, as described 

above, the somewhat related
15

 enablement requirement that requires the patentee to “disclosure, 

when filed, contained sufficient information regarding the subject matter of the claims as to 
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enable one skilled in the pertinent art to make and use the claimed invention”
 16

  without undue 

experimentation,
17

 and a recently subdued best mode requirement, e.g., the best mode 

contemplated by the inventor of carrying out his invention.  While post the AIA (American 

Invents Act)
18

, the best mode is no longer a viable defense in patent infringement suits,
19

 it 

remains a requirement in patent drafting,
20

 its goal, to force inventors to make a full disclosure, 

including the best way to practice the invention.
21

 

And although the written description and the enablement requirements usually rise and fall 

together,
22

 a patent  specification can fulfill the written description requirement without 

necessarily being enabling, and the curious corollary,
23

 an invention specification can be 

enabling without necessarily fulfilling the written description requirement.
24

 

As set out in 37 CFR § 1.71,  in order to comply with the written description requirement the 

patentee must "convey with reasonable clarity to those skilled in the art that, as of the filing date 

sought, he or she was in possession of the [claimed] invention”
25

  Thus, fulfilling the written 

description requirement also confirms that the patentee is either in possession of the invention or 

has reduced the invention to practice, although possession and reduction to practice does not 

necessarily satisfy the requirement.
26

 

Whether or not the patentee has actually complied is a question of fact.
27

  According the Manual 

of Patent Examining Procedure “the fundamental factual inquiry is whether the specification 

conveys with reasonable clarity to those skilled in the art that, as of the filing date sought, 

applicant was in possession of the invention as now claimed.”
28

  Accordingly, the applicant  is 
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supposed to describe the invention with all of its limitations using, for example the figures and 

text of the application.
29

 

The factual question notwithstanding,  the courts have seen fit to regulate this question of fact: 

the description needed to satisfy the requirements of 35 USC § 112 “varies with the nature and 

scope of the invention at issue, and with the scientific and technologic knowledge already in 

existence.”
30

 Thus, for example,  the requirements for the written description are not applied 

uniformly across all technologies;
 31

 the law is applied differently to the predictable arts (e.g., 

simple mechanics) than to the non-predictable arts (e.g., biotechnology).
32

  Given these 

distinctions in application, it is likely that some of the case law cited herein may be applicable 

only to the art of that case, and the courts may (although they may not) rule differently when 

presented with different circumstances and particularly with different art. 

Drafting a coherent and statutorily correct specification in light of the law and that supports the 

claims of the patent is no easy task
33

; claim limitations must be supported in the specification 

through express, implicit, or inherent disclosure
34

 

The specification and claims of a patent, particularly if the invention be at all 

complicated, constitute one of the most difficult legal instruments to draw with accuracy, 

and in view of the fact that valuable inventions are often placed in the hands of 

inexperienced persons to prepare such specifications and claims, it is no matter of 

surprise that the latter frequently fail to describe with requisite certainty the exact 

invention of the patentee, and err either in claiming that which the patentee had not in 

fact invented, or in omitting some element which was a valuable or essential part of his 

actual invention. 
35
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Examiners reviewing a patent application are trained to determine if “the description clearly 

allow persons of ordinary skill in the art to recognize that he or she invented what is claimed.” 
36

 

The difficulty of composing an adequate specification notwithstanding, the patentee is assumed 

to have successfully done this when they submit their application.
37

  Nevertheless, this 

presumption and the adequacy of the specification can be raised by the examiner. 
38

  

The specification also provides guidance for the courts
39

 to conduct claim construction.  Courts 

apply two somewhat conflicting cannons in construing claims based on the specifications.   As a 

result of Philips, the court is supposed to construe claims in light of the specification, giving 

claims “their broadest reasonable interpretation consistent with the specification
40

; but, 

simultaneously, “without unnecessarily importing limitations from the specification into the 

claims.”
41

  

Patent Claims 

“The name of the game is the claim.”
42

 

Claim language can change drastically over the lifespan of a patent; the set of claims as filed are 

rarely the same set of claims in the final patent.  The patentee has numerous opportunities during 

the prosecution
43

 and later post-grant and litigation phases of the patent to change or alter the 

meaning of a claim, as necessary.   

Claims may be changed for a number of reasons: to clarify terminology, to overcome prior art 

raised by the examiner, to overcome other statutory rejections cited by the examiner,  to better fit 

with the eventual marketed product, to better  represent the invention as it matures, to encompass 

an infringing product,(with some limitations)  to survive post-grant review,
44

 or to survive a 
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change in the law, among other reasons.  Claims can also be added to reissued patents
45

 and 

continuation applications
46

 during the lifetime of the parent prosecution, provided that they too 

are supported by the specification. 

However, these changes must be supported by the specification. “While there is no in haec verba 

requirement, newly added claim limitations must be supported in the specification through 

express, implicit, or inherent disclosure…. If the originally filed disclosure does not provide 

support for each claim limitation, or if an element which applicant describes as essential or 

critical is not claimed, a new or amended claim must be rejected under 35 USC § 112(a) or pre-

AIA 35  USC § 112, para. 1, as lacking adequate written description.
47

  

As such, drafters often need to think about including language that will provide the necessary 

statutory support for new claims and claim amendments, most of which only become a  necessity 

once given future unknowns become knowable.   This leads drafters in many instances to 

effectively hedge their bets, putting in language, often straight-up boilerplate, that attempts to 

broaden and/or allow wiggle room within the specification to allow for changes in the claims 

down the line to account for these changing realities.  In other instances, drafters just put in 

boilerplate language indifferent to the necessity of altering claims language later.   Whatever the 

purpose of the boilerplate, perhaps it’s probably at least best not to have the majority of the 

specification as boilerplate.
48

 

The reasons for adding such language notwithstanding, it seems reasonable to appreciate whether 

such boilerplate language can ever help, or whether it can even hurt future developments within 

the application.  With a greater appreciation for how such language is perceived by the courts, 

drafters may choose differently when drafting their specifications.  

Boilerplate 

In general, it would seem that the courts don’t think very highly of general boilerplate language 

in a specification.  
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Exaltation of Form over Substance 

As far back as 1981, the Court of Customs and Patent Appeals, the immediate precursor to the 

Federal Circuit, suggested that the Patent and Trademark Office Board of Appeals insistence that 

the patentee include “a boilerplate recitation in the specification that the specific embodiment 

shown was not meant to limit the breadth of the claims, or that the example given was only one 

of several methods which could be employed” was an “exaltation of form over substance.”  
49

  

More recently, in oral arguments in Laube v Rea (2013-1048) (Fed. Cir. Sept. 17, 2013)(Non 

Precedential) the Federal Circuit responded similarly phrased language comprising:   

“While the invention has been particularly shown and described with respect to the 

illustrated and preferred embodiments thereof, it will be understood by those skilled in 

the art that the foregoing and other changes in form and details may be made therein 

without departing from the spirit and scope of the invention.” 

By stating:   

“that’s in virtually every patent …that boilerplate alone can’t be the answer if its every 

patent … you shouldn’t think that the boilerplate will help you.”
50

 

Nor is such a disclaimer necessarily necessary. In Golight v Walmart
51

 the Federal Circuit 

reiterated earlier rulings that found that “"[a]bsent a clear disclaimer of particular subject matter, 

the fact that the inventor anticipated that the invention may be used in a particular manner does 

not limit the scope to that narrow context.” 

Unpersuasive Boilerplate 

And even when it is employed, the Court may view boilerplate as unpersuasive or unhelpful.
52

  

For example, in Akeva LLC v. Adidas,
 53

  the court ruled that while the disclaimer claimed one 

thing: “it is intended that the present invention cover all possible combinations of the features 

shown in the different embodiments, as well as modifications and variations of the invention, 

provided they come within the scope of  the claims and their equivalents,”   
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the specification suggested another.  The court determined that when the specification, when 

“read as a whole clearly  demonstrates that the scoop [sic] of the invention is narrower than the 

disclaimer implies.”
54

   

There are other instances where the court ignored the teachings of the disclaiming boilerplate in 

favor or reading the rest of the specification. 

In Silicon Graphics, Inc. v. ATI Technologies  the court suggested that “general language in the 

specification … does not work to contradict the specific language…”
55

  

And for example, in Wireless v. Sony, 
56

 the court dismissed boilerplate language that the 

patentee argued should broaden the scope of the specification to cover the claimed infringing 

product, noting that the vague broadening language of the boilerplate was not helpful in 

dissuading the court from their more narrower reading of the specification.  

In light of these decisions, Judge Lourie, in a recent dissent, summarizes the Federal Circuit’s 

seeming position with regard to boilerplate:  

The fine distinctions we often make concerning what is disclosed in a specification arise 

of course from how the inventors describe aspects of their invention. They describe 

embodiments of the invention  … in frequent boilerplate, [to] indicate that the invention 

isn't to be limited to what is expressly disclosed (as if they were unable to describe 

anything else they actually invented). Questions then arise as to whether an invention is 

limited to a preferred embodiment, or to the disclosed embodiments, or to what the 

specification in some language indicates is part of the invention.  … In almost all cases, 

the inventors, and their patent solicitors, knew what was invented and generally disclosed 

their invention in competent language. Unfortunately, the nature of our adversary system 

often causes those patents to be asserted against someone engaged in activity not 

contemplated by the inventors as part of their invention. So the patent is used as a 

business weapon against such parties, and litigation counsel attempt to fit a square peg 

into a round hole, or, in other words, to fit into the claim language what the inventors 

never contemplated as part of their invention. … But in construing the claims we should 

avail ourselves of the knowledge we glean from the patent specification to see what the 

inventors disclosed as their invention. The bottom line of claim construction should be 
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that the claims should not mean more than what the specification indicates, in one way or 

another, the inventors invented.
57

 

Taking their cue from the Federal Circuit, lower courts have also found boilerplate unpersuasive 

when it seems to conflict with the specification.  

In Les Traitments Des Eaux Poseidon, Inc. v. KWI, the court found that  boilerplate suggesting 

that the general description was non-restrictive carried “little weight, however. It is not possible 

to have an "essential" structural feature also be "non-restrictive.”
58

 

Further, in Ex Parte Shirley
59

 the Board of Patent Appeals and Interferences (BPAI, now the 

Patent Trial and Appeal Board (PTAB)) found that efforts to disclaim a statement as not 

constituting prior art  failed: “the use of alternative characterizations like “related art” and 

prophylactic prior-art disclaimers, such as the one included in the present Specification, are 

commonplace in patent prosecution. … these alternative characterizations and prior-art 

disclaimers must be reviewed on a case-by-case basis, and in light of the record as a whole, to 

determine which disclosures and statements, if any, actually constitute prior-art admissions.
60

    

Boilerplate Disclaiming Prior Art 

It behooves the drafting agent to be careful when disclosing anything that can be construed as 

prior art as it can be used as an admission against oneself.
61

 

Another background disclaimer, provided it is supported by the specification may also be 

helpful: disclaiming a complete description of earlier art.  As per the MPEP “Care should be 

taken to see that inaccurate statements or inaccurate experiments are not introduced into the 

specification, either inadvertently or intentionally.”
62

  Intentional misrepresentations can 

invalidate the patent. 
63
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Non-Boilerplate Boilerplate 

Arguably, the best boilerplate are broadening statements, that while simplistically seem like 

boilerplate, they are in actuality targeted and focused to the actual case and that represent the 

actual intent of the inventor rather than the copy and paste skills of the drafter.
64

  Thus, 

broadening statements done right may be broad enough to effectively provide cover, but specific 

enough to the invention that the courts can appreciate that broader scope was at least 

contemplated, not just grabbed with a draftee’s language.  Thus in Fromson, the court found that 

a boiler-plate statement that other "suitable liquids" can be used, is insufficiently specific to 

include dissolving electrolytes such as are used by Fromson.
65

   It is perhaps this insufficiently 

specific cue that many of the lower courts have subsequently looked to when faced with the issue 

of changing claim language based on boilerplate. 

Thus whereas the "cautionary language" relied upon by the plaintiff in ICHL that "various 

modifications" can be made and "alternative materials, shapes and dimensions may be utilized," 

did “not compel the construction Plaintiff advances.” 
66

 and in other cases where “generalized 

statements are nevertheless unpersuasive,”
67

 When the language does seem to be tied directly to 

the application before the examiner or the courts, such language may be useful.  

As such when language was written to be relevant to the application at hand, it has been found to 

carry weight. For example, in Grant St. Group v Realauction, the district court found that a 

clause “It will be appreciated that although the embodiments described herein relate to financial 

instruments such as municipal bond auctions, the disclosed process is applicable to many other 

types of auctions” carries some weight as “One of skill in the art would see this as more than 

boilerplate. It refers to "financial instruments," "such as municipal bond auctions" and that the 

process is applicable to many other types of auctions. Granted it is not a lot but it focuses 

squarely on financial instruments and other types of auctions which is the subject to be 

constructed.”
68
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This is most recently evident in Northrop v Intel
69

 where the court concluded that the statement 

'the present invention may be made to conform to any one of a variety of data transfer 

algorithms,'  wasn’t just "mere 'boilerplate' suggestion of broad application," as that the patentee 

"provide[d] substantive, albeit general, support for that declared intention."  

 

Boilerplate Lists 

While it would seem straight forward then that optimally one should put in relevant boilerplate, 

and at worst that boilerplate would be given no weight; the Federal Circuit has not made it that 

simple.  One particular area of boilerplate is fraught with risks: Lists 

In some instances, boilerplate can be ‘useful’ when applied to lists. In one recent example, 

boilerplate was used to expressly announce that said that a provided list was non-exhaustive.
70

   

In its analysis, the court found that as the list was “explicitly prefaced with a description that the 

enumerated articles are "example[s]." The natural reading of this paragraph, and the only reading 

that does not violate this court's repeated prohibition against importing limitations from the 

specification, is of a non-exhaustive list that, if anything, broadens the definition of 

"communications medium."
71

 

Here, the Federal Circuit acknowledged boilerplate as supporting what is anyway their rule 

against importing limitations from the specification.  Thus the language in the application was 

useful to the court, the court  nevertheless also based their ruling on other justifications as well. 

72
  Similarly in PersonalWeb v Microsoft, the court found that a construction could not be limited 

to a non-exhaustive list of “merely permissive” alternatives.
73

 

Other instances of boilerplate related to listings have been less than helpful.  Particularly when 

that list expands the scope of the description to allow for a lot of alternatives, and then only 
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claims one or some of those alternatives, the courts may find that the specification lacks 

sufficient disclosure, e.g., lacks blaze marks to show how the patentee came to claim just a small 

percentage of the specification’s disclosed list.
74

   

In general, the courts have not been fond of theses ‘laundry lists’ of possible limitations.
75

  In 

Novozymes, the patentee provided a laundry list of 8.598 x 1042 different possibilities and 

subsequently filed a continuation application with claims directed toward an infringing product.   

In court, Novozymes’ patent was found invalid under 35 USC § 112.  The court ruled that “no 

reasonable jury could find that the claims of the '723 patent meet the written description 

requirement of § 112, ¶ 1; one searches the … application in vain for the disclosure of even a 

single species that falls within the claims or for any “blaze marks” that would lead an ordinarily 

skilled investigator toward such a species among a slew of competing possibilities.”
76

 

 

Another problem with boilerplate lists may occur if and when an inventor is being deposed and 

they distance themselves by the boilerplate lists added in by the patent drafter.  Such a situation 

may raise heretofore unappreciated issues of inventorship, although Federal Circuit case law 

suggests that “an inventor's after-the-fact testimony is of little weight compared to the clear 

import of the patent disclosure itself.”
77

 

 

 

Public Dedication of unclaimed Boilerplate 

Some patentees provide numerous examples of alternatives to the preferred embodiment within 

the specification.  This is often presented in some form of boilerplate-like language as seen in 

some cases cited above.  While this may seem to provide the patentee with broad scope and 

coverage if and when their claims evolve, it may also result in some unintended consequences; 
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for example, limiting the extent to which the patentee can claim infringement under the doctrine 

of equivalents.    

In litigation, the doctrine of equivalents (DOE) allows the patent holder to claim infringement 

even in the absence of literal infringement. 
78

 Although typically limited through prosecution 

history estoppel,
79

 the patentee is also estopped from claiming infringement under the DOE when 

they have dedicated the subject matter to the public: "[W]hen a patent drafter discloses but 

declines to claim subject matter . . . this action dedicates that unclaimed subject matter to the 

public …Application of the doctrine of equivalents to recapture subject matter deliberately left 

unclaimed would "conflict with the primacy of the claims in defining the scope of the patentee's 

exclusive right."
80

   

This public dedication rule can include even matter that was disclosed only via an incorporation 

by reference, even just in the background section,
81

 if that "disclosure of that subject matter is of 

such specificity that one of ordinary skill in the art could identify the subject matter that had been 

disclosed and not claimed."
 82

  It is however limited to instances where “that unclaimed subject 

matter must have been identified by the patentee as an alternative to a claim limitation.”
83

  It 

remains unclear as to whether instances of a disclosure of only one limitation from a set of 

limitations is limited to when said limitation is part of the independent claim.  Arguably, the 

doctrine of claim differentiation
84

 would limit the applicability of the disclosure-dedication rule 

in instances where the limitation is in the dependent claim and that dependent claim would be 

interpreted to have the same scope as the independent claim if the other described embodiments 

were by default dedicated to the public. 

 

Boilerplate and Changing Patent Law 
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In some instance, as the courts slowly evolve 35 USC §101 jurisprudence, patentees may find it 

necessary to include additional boilerplate language that allows them to rewrite their claims as 

the law itself is rewritten underneath them. 

Although, this isn’t always necessary.  When In re Nuijten was decided
85

, the Director of the 

USPTO, then David Kappos, allowed those who had claims directed to computer readable media 

that covered unpatentable signals per se to be amended such that they would now be limited to 

permissible non-transitory signals.  Director Kappos allowed these changes even when they 

weren’t supported explicitly in the specification: “Such an amendment would typically not raise 

the issue of new matter, even when the specification is silent because the broadest reasonable 

interpretation relies on the ordinary and customary meaning that includes signals per se.”
86

  

Kappos took cover for this decision behind an earlier 1987 decision wherein the USPTO allowed 

the inclusion of a non-human limitation to avoid 101 rejections.   This was a rather novel 

situation, particularly as under a somewhat complicated to enforce Federal Circuit law, it would 

seem that if non-transitory was not expressly disclaimed in the application, it cannot be expressly 

excluded from the claims.
87

 

Patentess may not be as lucky the next time.  As such, it may be prudent to include specification 

language for hedging against further narrowing of patentable subject matter. 

 

Boilerplate and Functional Claiming 

 

Software claims also benefit from boilerplate and disclaiming language when drafting claims that 

may be construed as functional claims, i.e., when the recitation uses descriptive language about 

“what it does rather than … what it is” 
88

 While functional claiming is not disallowed per se, the 

courts often finds such language to be indefinite.
89

  Examiners will often look to the specification 

to find support and patentees can, when faced with a rejection, “amend the claims to recite the 
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particular structure that accomplishes the function.”
90

  Here, boilerplate language involving parts 

of computers and their functions may be useful in providing 112 support for said amended 

claims.  

 

Functional claiming is a claim drafting technique that is showing a resurgence, particularly in the 

fields of hi tech and software. Functional claiming intends to cover all possible devices that do 

the recited function, thus providing the patentee with broad scope.  In the post AIA patent law, 

the former 6
th

 paragraph, now §(f), provides the relevant law for many instances of functional 

claiming: “An element in a claim for a combination may be expressed as a means or step for 

performing a specified function without the recital of structure, material, or acts in support 

thereof, and such claim shall be construed to cover the corresponding structure, material, or acts 

described in the specification and equivalents thereof.”
91

 

 

“[I]f one employs means-plus-function language I n a claim,  one must set forth in the 

specification an adequate  disclosure showing what is meant by that language. If an  applicant 

fails to set forth an adequate disclosure, the  applicant has in effect failed  to particularly point 

out and  distinctly claim the invention  as required by the second  paragraph of section 112.”
92

  

 

“If there is no corresponding structure disclosed in the specification (i.e., the limitation is 

only supported by software and does not correspond to an algorithm and the computer or 

microprocessor programmed with the algorithm), the limitation should be deemed 

indefinite as discussed above, and the claim should be rejected under 35 U.S.C. 112 … 

Absence of the word “means” in a claim creates a rebuttable presumption that the claim 

element is not to be treated in accordance with 35 U.S.C. § 112(f). The presumption that 

§ 112(f) is not invoked is rebutted when the claim element recites function but fails to 

recite sufficiently definite structure or material to perform that function”
93

 

 

                                                           
90

 MPEP § 2173 
91

 35 USC §112 (f) 
92

 In re Donaldson, 16 F.3d 1189, 1195 (Fed. Cir. 1994) (en banc). 
93

 MPEP §2181    Identifying a 35 U.S.C. 112, Sixth Paragraph Limitation 



In Aristocrat,
94

  the court ruled that the patentee failed to provide sufficient support for their 

functional claims.  The court found that that the patentee had disclosed only “at most, pictorial 

and mathematical ways of describing the claimed function of the game control means. That is not 

enough to transform the disclosure of a general-purpose microprocessor into the disclosure of 

sufficient structure to satisfy section 112 paragraph 6.”   In subsequent cases, the court provided 

a narrow exception
95

: in In re Katz the court found that an algorithm doesn’t have to be disclosed 

when the function can be achieved by any standard computer without any need for any 

subsequent special programming.  To provide useful support however, the specification must 

provide clear guidance, for example, a link between a computer implemented means-plus-

function limitation and the corresponding algorithm.
96

 

 

Other Jurisdictions 

The above law is relevant primarily in practice before the United States Patent Office and US 

Federal Courts.  In other jurisdictions,  for example, examiners may be more wary of introducing 

new and amended claims that are not supported literally, in haec verba, in the specifications, or 

supported only in specific embodiments not relevant to the changing claim, both for narrowing
97

 

and for expanding the scope of the claimed invention in light of the specification.
98

  In such 

situations, the drafter has to be especially careful in providing sufficient disclosure without 

saying too much. 

 

Practical Considerations 

The take home message is clear: one ought not just add copied boilerplate or disclaimers without 

at least attempting to integrate them into the scope of the specification.  
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When considering drafting boilerplate language it is also worth considering specifically  why 

you want such language, what you intend to accomplish, will it be useful or useless given the 

caselaw and most importantly, whether or not it can actually harm your application, or a later 

position taken by the patentee.   

In some instances this analysis is relatively straightforward, but in most, given the dearth of on 

point precedential rulings, it’s not necessarily straightforward to determine the usefulness or 

even the harm of adding a set of boilerplate.  

 

 

 


